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Atty. Docket No. 1501-1119 
Patents 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE ™ /# 

In re application of 
Eva GRAHN HAKANSSON et al 
Serial No. 09/623,562 

Filed November 1 6, 2000 Examiner I. Marx 

AGENT 



ftp 



DECLARATION UNDER 37 C.F.R. S 1,1 32 

Commissioner for Patents 
Washington, D,C. 20231 

Sir: 

... _ I, Mikael.G Bergstrand, hereby declare ^_followsi 

I am a European Patent Attorney and Head of the Chemistry 
Department at Albihns IP & Law Offices and represent the applicant of the above 
identified application. I am well familiar with the present case and I have written the 
original Swedish Application, I am also supervising Ms Annika Unge who is currently 
responsible for the case, I have read and understood the Official Action dated August 
9, 2002 and references cited therein. I make this declaration in support of the present 
application, and to provide evidence that bacterial strain ATCC 55883 is unavailable. 
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I 



Hakansson et al. S.N. 09/623,562 



The Swedish company Essum was going to conduct comparative 
experiments for the applicants of the present application. The experiments were going 
to compare the bacterial strain of the present invention with bacterial strain ATCC 
55883. In order to conduct the experiments, numerous attempts were made to obtain 
bacterial strain ATCC 55883. 

The appropriate International Deposit Authority (American Type 
Culture Collection) and the owner/depositor of bacterial strain ATCC 55883 were 
contacted on numerous occasions in an effort to obtain the strain. However, the 
International Deposit Authority and the depositor are either unwilling or incapable of 
providing applicants bacterial strain ATCC 55883. 

Attached to this declaration are a series of correspondences between 
American Type Culture Collection (ATCC), the owner/depositor of bacterial strain 
ATCC 55883, and Essum. 

As one can see, a request was made to ATCC on October 23, 2002, for 
a sample of bacterial strain ATCC 55883. The ATCC denied the request for the 
bacterial strain on the same day. The ATCC indicated that the strain was restricted and 
"not available for public distribution". On October 31, 2002, Essum directly contacted 
the depositor of strain ATCC 55883 and asked that the restricted patent clause be 
removed. — 

On November 13, 2002, the depositor released the strain from its 
restricted patent clause. However, despite the release of the strain, applicants are still 
unable to obtain the strain. Indeed, Essum has made numerous requests for the strain to 
the ATCC and the depositor of the strain. As shown in the e-mail of January 28, 2003, 
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Hakansson et al. S.N. 09/623,562 

the depositor has informed Essum that they can not provide the strain and suggest that 
Essum contact the ATCC. However, upon contacting the ATCC again, the ATCC 
informs Essum on February 6, 2003, that the strain is not an accessioned item and that 
ATCC will not be producing the inventory* Thus, as the ATCC and the depositor are 
either unwilling or incapable of providing bacterial strain ATCC 55883, applicant 
believe that the strain is unavailable to the public. 

The undersigned petitioner declares that all statements made herein of 
his own knowledge are true and that all statements made on information and belief are 
believed to be true; and further that these statements were made with the knowledge 
that willful false statements and the like so made are punishable by fine or 
imprisonment, or both, under Section 1001 of Title 18 of the United States Code and 
that such willful false statements may jeopardize the validity of the application or any 
patent issuing thereon. 




MikaeffG Bergstrand 



Place and Date 
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'03 02/07 08:0fi FAX Q3174B19S0 SCA *" 



Nunnally, Tanya, 13:48 2002-11-0S +0100, Re; ATCC No. 6588S 



From: daniel.rcnnqvist@essum.se [fnailtotdanle l ronnavistfaiessum^el 
Sent: Wednesday, October 23, 2002 9:05 AM 
To: sales@atcc.org 
Subject: Website Email 



Hello! 

I wonder ever this bacterial strain of Lactobacillus 
plantarum which according to different references should 
be an ATCC-strain. I would need to order this strain, but 
according to your distributor in sweden It Is not 
possible. I simply wonder why? According to Tlie 
Budapestconventlon Rule 11.3(b) to order it should NOT 
be a problem. 

I am truly happy for a quick reply. 



Item Number 55883 



Daniel Ronnqvist 
Essum AB 
Glimmervagen 5E 
umea, 80750 Sweden 



Printed for Daniel Rdnnqvlst <danlel>ronnqvJst@e9Sum*6e> 
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Nunnalty, Tanya, 14;10 2002-10-24 +0200, Re: ATCC No. 56883 



> -» JALBINSTBLM 
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To: "Nunnally, Tanya" <nunnaHy@atcc.org> 

From: Daniel ROnnqvist <daniel.rannqvist@essum.se> 

Subject Re: ATCC No. 55883 

Cc: 

Bcc: 

Attached: 



Hello Tanyaf 



Thank you for your quick and straight answer. I would be very grateful if you could contact the 
depositor of ATCC 55883 to hear if it would be possible for you to send It to us. Please contact 
me when you know. 

Thank you very muchl 
Daniel 



NR. 974 
®004 



D05 



At 14:02 2002-10-23 -0400, you wrote: 
Dear Mr. Ronnqvlst 

The item you have mentioned, ATCC No. 55883, Is listed in our 
records as a restricted patent It is not yet available for public 
distribution. It Is the depositor's responsibility to inform the ATCC of the 
issuance of the pertinent U.S. patent to ensure release of the deposited 
item. To my knowledge, we have not been informed by the depositor of the 
Issuance of a pertinent U.S. patent 

Since you have provided the ATCC with the U.S. patent number, we 
will contact the depositor to verify the information and ask for permission 
to release the strain. Please note the ATCC Is simply the depository and has 
no ownership of the material. Ownership is retained by the depositor, 
therefore, the ATCC does not automatically release items upon the issuance 
of the pertinent patent. If you are In urgent need of the item you may 
contact the depositor yourself to request release or authorization to 
receive the item. If you have any further questions please contact me. 
Thank you, 



Tanya Ngnnally 

Patent Specialist 

American Type Culture Collection 

Phone: 703-365-2721 

Fax: 703-365-2745 

E-mail: nunnally@atcc.org 



Original Message 

From; danlel.ronnqvist@essum.se f maitto:dante l ropnq vist^es s urn . s el 
Sent: Wednesday, October 23, 2002 9:05 AM 
To; sales@atcc.org 



Printed for Daniel Rrfnnqvlst <daniel.r0nn4vSst@eastjm.se> 



1 



11/02/2003 



12:52 




HNS STOCKHOLM PB. YOUNG & THOMSO 



NR. 974 

Page 1 of 1 



03 02/07 08:10 FA! 0317481680 

* In 



SCA 
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To: Daniel R&nnqvist <daniel.ronnqvlst@essum.se> 
Subject: Re: ATCC strain 

I have authorised the release of these strains. 



Dr. Gregor Reid PhD MBA 

Professor, Microbiology & Immunology, and Surgery, UWO 

Program Leader, Advanced Surgical Technologies 

Director, Canadian Research and Development Centre for Probiotics, 

Lawson Health Research Institute, 

268 Grosvenor Street, 

London, 

Ontario NBA 4V2 
Canada 

Tel: 519-646-6100 x65256 
Fax: 519-646-6110 
gregor( 3 >.uwci£a 
www, c rd c-p ro bl otics^ca 

— Original Message — 

Promt Daniel R6nngvist 

To: gregar@uwo.ca 

Sent: Thursday, October 31, 2002 10:04 AM 
Subject: ATCC strain 

Hello Mr Reidl 

My name is Daniel Rdnnqvist and I work In Sweden with lactic acid producing bacteria. In 
one of Your patents (US 5,645,830) You have used different strains of lactobacillus; 
ATCC 55883 among others. I have tried to order this strain from the American Type 
Culture Collection (ATCC) in the US, but they replied that they could not distribute this 
strain in public because it was listed as a restricted item. Though, I ready would like to 
use it in experiments comparing different strains of lactobacillus. Therefor I kindly want to 
ask You for permission to order this strain (ATCC 55883) from ATCC. 
Please just send a note to Tanya Nunally ( nunnaHy@atcc,org ) if it would be ok for me to 
order ATCC 55883. 1 would really like to here from You too no matter what Your anser will 
be, just to ensure that no misunderstanding will occur. 

Thank You in advancel 



Daniel 



Daniel Ronnqvist 
tel. +46 90198140 
fax. +46 90198144 



ESSUM AB 



Glimmervagen 5E 
S^907 40 UmeS 



http://www.essum.se 
info@essum.se 



Sweden 



Printed foi Daniel RBnnqvist <danielroiuiqvist@essum.se> 
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Page 1 of 1 
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At 1 1 :20 2002-1 1-04 -0500, you wrote; 
I have authorised the release of these strains. 



Dr. Gregor Reid PhD MBA 

Professor, Microbiology & Immunology, and Surgery, UWO 

Program Leader, Advanced Surgical Technologies 

Director, Canadian Research and Development Centre for Probiotics, 

Lawson Health Research Institute, 

268 Grosvenor Street, 

London, 

Ontario N6A 4V2 
Canada 

Tel: 519-646-^6100 X65256 
Fax: 519*646-6110 
gre gor@uwo.ca 
www.crd c-probi otics. ca 



Printed for Daniel RSnnqvist <dani«Lronnqviat@e33ym.se> 
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— Original Message — 
From: naglel Rrtnn ovist 
Tft> $renor Raid 

Sent: Wednesday. November 13, 2002 7:59 AM 
Subject: Re; ATCC strain 

Hello Gregorl 

This is Daniel from Sweden again. Unforunately I have to trouble You again. Today I 
spoke to ATCC and they suggest You to send me Your autherization with Your signature 
by fax. I have attached a word-file wlch is ready just to to sign. You can use that if You 
like or you can make one yourself, just remember to sign it. 

Please fax it to: +46 90198144 

Thank You very much for your helpl 

Best regardsl 

Daniel FUJnnqvist 



Printed foi Daniel Rennqvist <daniel.ronnqvist@essum,se> 
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7 Gregor Reid, 09:24 2002-1 1-13 -0500, Re: ATCC strain Page 1 of 1 



Delivered-To; ne1 9251@focalhost.obbit.se 

From: "Gregor Reld" <gregor@Liwo.ca> 

To: Daniel Ronnqvlst <daniel.ronnqvist@essum.se> 

Subject: Re: ATCC strain 

Date: Wed, 13 Nov 2002 09:24:06 -0500 

X-Mailer Microsoft Outlook Express 5.50.4133.2400 

Done 



Printed for Daniel RGnnqvist <daniel j:onnqvist@essum.se> 
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11/13/02 10:16 FAX 510 471 0416 
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Grosvenur Com 
268 Gnuwnitr Street Room H 
London, Ontario NfiA * 
Telephone 51W46-£ 
Facsimile 5JS-646-6 
lriodmlo@lH.gjhcJo]ida]i;.oij 
wwwJhrionlicaWb 



Paw ^> * ( *^ 



13 Nov.. 2002 

ATCC, 
USA 



To whom it may concern 

Concerniag a ipadflk release of ATCC 55883, Lactobacillus planmrum 
^j^^™ U P to ^ authorization of release of a strain, I hereby repeat this approval in 

At ibis moment I authorize Hie release qfthfl strain ATCC 55883. Lactobacillus pUuitarum to 
Darnel Konnqvist m Eaaum AB, Ums^ Sweden. Daniel Rnnruryist is fise to order this strain. 
Sum ATCC and it can be released from it's restricted patent 

Yours sincerely, 



Dr. GregorReid 



J| 

IntouamhSV^CmK TheVn^.fWxttrn Ontario SUwptwSZL lon^n 

Advanced Science in a patient care setting 



11/02/2003 12:52 I^HNS STOCKHOLM PB -» YOUNG & THOMSO NR. 974 Oil 

„„ --.* i> jalbinsthlm 

•03 02/07 08:11 FAX 0317481880 Page 1 of 1 

In 



— ■ Original Message — 
From: DanieLSfinnayisi 
T»; Graqor Raid 

Sent: Tuesday. December 17, 2002 10:32 AM 
Subject ATCC strain 

Hello Dr. Reid 

This is Daniel from Essum AB, Sweden, writing. 

We have encountered new problems ordering Your strain 55883 from ATCC. I don't really 
know what kind of problems, but they won't send it to us. Now I wonder if You by any 
SaZ have goi ■ aSy sample that we could get directly from You? Of course we w.tl pay 
for all shipping costs. 

Thank Youl 

Best regards! 

] Daniel R6nnqvist 



Printed for Daniel RBnnqvist <dflniel jonnqvist@esaum.se> 
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" Qregor Reid, 10:43 2002-12-20 -0500, Re: ATCC strain Page 1 of 1 



Delivered-To: ne1 925 1 @localhost.obbit,ee 

From; "Gregor Reid" <gregor@uwo.ca> 

To; Daniel Rdnnqvist <daniel,ron nqvist@essum.se> 

Subject; Re: ATCC strain 

Date; Fri, 20 Dec 2002 10;43;00 -0500 

X-Mailer: Microsoft Outlook Express 5.30.4807,1700 

I'll ask my tech to do this In the new year. Not sure why ATCC can't do It as we authorised it. 
Dr. Gregor Reid PhD MBA 

Professor, Microbiology & Immunology, and Surgery, UWO 

Program Leader, Advanced Surgical Technologies 

Director, Canadian Research and Development Centre for Probiotics, 

Lawson Health Research Institute, 

268 Grosvenor Street, 

London, 

Ontario NBA 4V2 
Canada 



Printed for Daniel R6nnqvist <daniel.ronnqvist@essum.se> 
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Delivered-To: ne19251@locathostobbit.se 

Repty-To: <bente.norli©@lgcpromochern .com> 

From: n Bente Norlie 1 ' <bente.norlie@lgcpromochem.com> 

To: 'Daniel Rdnnqvist* <danleLronnqvist@essum.se> 

Subject: SV: ATCC bestllling av 55883 

Date: Fri, 24 Jan 2003 08:35:32 +0100 

X-Mailen Microsoft Outlook CWS, Build 9.0.2416 (9.0.2910.0) 

Importance: Normal 

Her er svaret som Jeg har fStt fra ATCC pS onsdag. Skal holde deg oppdatert videre. 
55883 

(from ATCC) 

When I checked this Item, on January 10, It showed 

a small amount in inventory with, apparently, no problems. It looks like now 

they are unable to find inventory for this Hem In our facility, thus now 

requesting additional vials from the depositor. There Is no definitive time 

frame for when the depositor may or will deposit additional material 

Therefore, I would ask that the customer check again with us in 5-6 months. 

Sorry for the confusion, I was also confused when I looked at this item 

recently since I had seen it available a very short time ago. 

Vasia 

MVH 

Bente Norlte 

LGC PromochBH) AB 
P.O. Box 1737 
SE-501 17 BorAa 
TH.03316S707 
Fax. 033 165310 

Please check our website wwwJgcpromochem.com/atcc for product /price information and foroniine 
ordering 

— — Ursprungiigt meddelande — 

FrSn: Daniel Rdnnqvist [manto:danlel,ronnqvlst@essum.se] 

Sldckat: den 17 Januari 2003 10:08 

Till: bente.norlifi@lgcprombchem.com 

Amne: Re: ATCC bestJIIIng av 55883 

Hej Bentel 

Vi har bestamt oss f6r att omedelbart bestatla stammen ATCC 55883 via dig, D&t skulle 
vara jattebra om du kunde mojla tillbaka n§r du vet imgefar nar vi f3r stammen. 



Printed for Daniel Rflnnqvist <daniel.ronnqvist@essum.se> 
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: Out Pa S e 1 of 2 

u To: dlam@uwo.ca 

Subject: Re: 55883 from ATCC 

Hello! 

Its not a problem for us If its not freezed-dried. I would be glad if You could send it as soon 
as passible. Thank Youl 

Daniel 



1 



1 



Daniel Rennqvist ESSUM AB http:/Mww,Qssuftrse 

tel. +46 901 98140 GllmmervSgen SE info@essum,se 
fax, +46 90198144 S-907 40 Umefi 

Sweden 



At 15:24 2003-01-17 -OaOO, you wrote: 
I shall know by next Tuesday if I have a culture to send you. It won't 
be freezed-dried though, Hope It 's ok. 

Dominique 



Daniel Rdnnqvist wrote: 

> Hello Dominiquel 
> 

> That would be very kind of You, Please contact me by e-mail, as soon 

> as possible, if You will / won't be able to provide me the strain, 
> 

> Thank You for your helpl 
> 

> Kindest regards 

> Daniel R6nnqvist 



> 



> Daniel R8nnqvistESSUM ABhttp://www.essum.se 

> danlel,ronnqvist@essum.seGlimmervagen 5Einfo@essum,se 

> teL +46 90198140S-907 40 UrneS 

> fax. +48 90198144Sweden 



> At 16:50 2003-01-15 -0800, you wrote; 
> 

» Hello; 
» 

» I don't have a working stock of this strain. Will 
» try to obtain one for you ♦ Please provide you 
» mailing address & phone number. Thank you 
» 

» Dominique Lam f M Sc 



Printed for Daniel R£nnqvist <danieLTormqvist@essum.se> 
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Delivered-To: ne1925l@localhostobbit.se 
Date: Tue, 28 Jan 2003 11:35:57 -0800 
From: Dominique Lam <dlam@uwo,ca> 
Reply-To: dlam@uwo,ca 

Organization: University of Western Ontario, London, Onatario, Canada 

X-Mailer: Mozilla 4.76 [en] (Win98; U) 

X-Accept-Language; en 

To: daniel.ronnqvist@essum.se 

Subject: Re: 55B83 from ATCC 

Hello Daniel: 

I ran into some technical difficulty. In order not to hold you back, 
perhaps you should order this strain from ATCC. I am sorry about 
this. 

Regards, 
Dominique 



Printed for Daniel Rfinnqvist <daniel.ronnqvist@essum.se> 
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Samuelsson Ann 



IT dan"'!? ""^ tdanlel -^©essum.se, 
Wirt; cjen 6 februari 2003 10:32 

T« ann.samueisson@5ca.cofn 
Sub^set: Denna g^ng... 

nien (texten fr4n mailst jag fick av LGC och ATCC ^ 
/Daniel } 

Hei Daniel, 

Viderebefordrer et svar fra ATCC *nr>A*^ c*«^ 

statement fra ATCC ^S^f^Mj'-.Wi, 

■^-^J^^I"? UK 

fte core problem is then inii^^^^^ to "to^e wte 

this i, Z, » ATO .S2£2 S""' ,d f£ wilh -««> material, 
mventoty. ^ accession,* *.TCC v m*Mbtp B ,tocmg<i* 

Thank you. 
Kristina M Peterman 

10801 UmvcnatyBoulevaKi 
Manassas, VA 20 1 1 0 
Pbone: 703-365-2700 x 309 
Fax: 703-365-2745 
<>mail: petennan@atcc.org 

Beate Norlie 
LOC Promochem AB 
P.O. Box 1737 
SE-501 17 Boris 

Tif. 033 165707 

Fax. 033 16S31Q 
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